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The Philosophical Divide: One Example

Kodak/Goodyear
(Fed. Cir. 1997)

Goodyear alleges injuries stemming
from Eastman's [acquisition and]
enforcement of the '112 patent.
Goodyear, however, would have
suffered these same injuries
regardless of who had acquired and
enforced the patent against it.
Indeed, Goodyear would have
suffered these same injuriesiif
Zimmer had retained exclusive
rights to the patent and had enforceg
the patent against Goodyear itself.
The cause of Goodyear's injuries
was not that Eastman enforced the
'112 patent, but that the patent was
enforced at all. These injuries,
therefore, did not occur "by reason
of" that which made the acquisition

[by Eastman] allegedly
anticompetitive.

SCM/Xerox (2d
Cir. 1981)

Patent acquisitions are
not immune from the
antitrust laws. Surely, a §
2 violation will have
occurred where, for
example, the dominant
competitor in a market
acquires a patent
covering a substantial
share of the same market
that he knows when
added to his existing
share will afford him
monopoly power.

FTC/DOJ IP Licensing
Guidelines (1995)

Certain transfers of intellectual property
rights are most appropriately analyzed by
applying the principles and standards
used to analyze mergers, particularly
those in the 1992 Horizontal Merger
Guidelines. The Agencies will apply a
merger analysis to an outright sale by an
intellectual property owner of all of its
rights to that intellectual property and to
atransaction in which a person obtains
through grant, sale, or other transfer an
exclusive license for intellectual property
....Such transactions may be assessed
under section 7 of the Clayton Act,
sections 1 and 2 of the Sherman Act, and
section 5 of the Federal Trade
Commission Act. !
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“Genius is one percent inspiration and ninety nine percent
perspiration.”

"| have not failed. I’ ve just found 10,000 ways that don’t work."




Uncertainty as to What Patents Will |ssue.
Uncertainty About “Lurking Applications’ and Continuation Practice.
Uncertainty Based on Time Lag Between Filings and Final Actions.

Uncertainty Based on Tendency of Federal Circuit to Modify or Reverse a High Percentage
of Appeadls.

Uncertainty as to the Scope of Protection:

— Frequent changesin basic legal rules

— Retroactive effect of Festo and other precedents changing extant law
Uncertainty as the Standard of Non-obviousness as Applied by the PTO and the Courts.
Uncertainty About the Scope (and Existence) of the Doctrine of Equivalents.
New Uncertainty Introduced asto the “Public Dedication” defense.
Uncertainty Regarding What Should Go Into a Specification — Has L ess Become More?
Uncertainty About What Resources Should be Devoted to the Area of Patent Prosecution and
Litigation.
Uncertainty as to What Should be Kept as a Trade Secret.
Uncertainty as to Quality of Decision-making at the Federa Circuit.

AS COMPARED TO THE ANTITRUST AREA, THERE | g
A TREMENDOUS DISPARITY IN PREDICTABILITY






